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1 . Applicants* amendment has overcome the prior art rejections made in the 
previous office action. Upon an updated review of the prior art, however, the Examiner 
has discovered new references that are pertinent to the instant application; they either 
teach and/or suggest at least some of the instant claims. See the new grounds of 
rejection below. Since these rejections were not necessitated by applicants' amendment 
this action cannot be made final. The Examiner apologizes for this unintentional delay 
in prosecution. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

3. The following is a quotation of 35 U.S.C. 103(a) which fomis the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
^ forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
" the prior art are such that the subject matter as a whole would have been obvious at the time the 

invention was made to a person having ordinary skill in the art to which said subject matter pertains. 

Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1. 2, 4, 6 to 8, 10, 13 to 23 and 26 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Tobias et 
al. 

Tobias et al. teach polyester coil coatings. Please see column 1 , lines 20 to 25, 
which teaches the composition. Note that of the total amount of glycol, there will be at 
least 20 wt % asymmetric (both the butanediol and propane diol taught on column 1 , 
lines 38 to 42 are both asymmetric). 

The basis for this rejection relies on the breadth given to the term "about". That 
is, in the instant claims the total amount of isophthalic acid is between about 50 and 75 
wt%. The upper disclosed amount of isophthalic acid in this composition is 48 wt%. 
Given the fact that the term "about" indicates that an exact limit is not intended and that 



i 
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this limit is, in fact, given a degree of latitude, one having ordinary skill in the art would 
consider "about 50" to be inclusive of 48. On the other hand a prima facie case of 
obviousness exists where the claimed ranges and prior art ranges do not overlap but 
are close enough that one skilled in the art would have expected them to have the same 
properties. Titanium Metals Corp. of America v. Banner, 778 F.2d 775, 227 USPQ 773 
(Fed. Cir. 1985). Thus one can conclude that the instant claims are anticipated by the 
prior art. On the other hand, if not anticipated, the difference in ranges is close enough 
that the skilled artisan would have expected the compositions to have the same 
properties and thus be obvious over one another. 

More specifically, please see the working examples. In Example 1 , isophthalic 
acid is present in an amount of 46.6 wt%. On one hand, one could consider the limit of 
about 50 wt% to be inclusive of 46.6 wt% and this composition meets that claimed. On 
the other hand, the difference between 46.6 and 50 would appear to be slight enough 
such that the skilled artisan would have found this difference to have been obvious. 

It is significant to note the results in Example 2. This shows that the composition 
in Example 1 has a IT bend fabrication test. This meets the requirement of the compo- 
sition in claim 1 . It also has a pencil hardness of H-2H. This meets the requirement of 
claim 19. Thus the compositions of the prior art do meet the physical requirements of 
the claimed composition, further supporting the Examiner's position of anticipation and/ 
or obviousness. 

The Examiner admits that Tobias et al. do not teach the glass transition tempera- 
ture of the polyester resin; however, products of identical chemical composition can not 
have mutually exclusive properties. A chemical composition and properties are insepar- 
able. Therefore, if the prior art teaches the identical chemical structure, the properties 
applicant discloses and/or claims are necessarily present. On the other hand, as noted 
before, if slightly different, the skilled artisan would have found the difference to have 
been obvious since any difference would not have been expected to result in different 
properties. To this effect, again note that the flexibility and hardness properties of both 
compositions are the same. 

For claim 2, please see the bottom of column 2 which teaches pigments. 
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For claim 4, please note that the total amount of isophthalic acid in Example 1 is 
81 wt%. Again, with the term "about" modifying 85 wt%, the value of 81 wt% would 
either anticipate or render obvious this claim. Also note that the total amount of 
isophthalic acid as detemnined from column 1, lines 20 to 25, clearly embraces values 
above 85 wt%. 

Example 1 meets the requirements of claims 6 to 8 and 10, as does the basic 
range of diols for the composition found on column 1 . 

The requirements of claims 13 and 14 are fourld on column 2, lines 13 and on, as 
well as in Example 2. 

For claims 15, 19 and 20, note that cited above regarding identical chemical 
compositions and the properties associated therewith. 

For claim 16, please see the bottom of column! 1 , which teaches a range that 
completely embraces that claimed. 

The requirement of claim 18 is met by the polyester in Example 1. 

For claim 17, the Examiner acknowledges that Tobias et al. do not teach this 
blend of solvents. The claims, however, are drawn to a coated substrate, in which after 
coating the solvent will evaporate an no longer be present on the coated substrate. As 
such it would appear that the final coated substrates, per se, will be the same. 

5. Claims 1 , 2, 4, 8, 10, 13 to 15, 19, 20 to 23 and 26 are rejected under 35 U.S.C. 
1 03(a) as being unpatentable over Piana. 

Plana teaches heat curable polyester coating compositions for use on coils 
(column 5, line 42). This rejection relies on the rationale noted above, specifically that a 
prima facie case of obviousness exists where the claimed ranges and prior art ranges 
do not overlap but are close enough that one skilled in the art would have expected 
them to have the same properties. ' 

With this in mind, please see the composition In Table 1 , A10. This includes iso- 
phthalic acid, adipic acid, 1 ,2-pentanediol and neopehtyl diol. This composition has a 
total of 52 wt% isophthalic acid and a total of 87 wt%. isophthalic acid based on all acids. 
Particularly note that it contains 19.6 wt% 1 ,2-butane diol. The difference between 19.6 
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wt% and "greater than 20 wt" as claimed is quite small. Such a difference would be 
close enough that the skilled artisan would have expected the final polyesters to have 
the same properties. In this manner this working examples renders obvious the instant 



6. Claims 9, 1 1 and 12 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

The prior art fails to teach or suggest this combination of symmetric diols or the 
selection of the particular asymmetric diol found in these claims. 



7. Claims 24 and 25 are allowed. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Margaret G. Moore whose telephone number is 571- 
272-1090. The examiner can normally be reached on Monday to Wednesday and 
Friday, 10am to 4pm. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Pirivate PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomiation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or^57r1 -272-1 OOO,^-^ 
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